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2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) 0 Claim(s) is/are allowed. 

6) |EI Claim(s) 1. 3-14 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 
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DETAILED ACTION 

1 . Applicants' arguments, filed September 26, 2008, have been fully considered and 
they are deemed to be persuasive. However, in light of recent court decisions, the 
following rejection is deemed necessary. They constitute the complete set presently 
being applied to the instant application. 

Status of the Claims 

Claims 1-14 are under examination. 

Claims 15-18 are withdrawn as being drawn to a non-elected invention. The 
election was made with traverse December 20, 2006. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1,3-14 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

The instant claims are drawn to a method of diagnostic investigation. However, 
as the method does not recite a physical transformation of matter, the method must be 
tied to a machine to be patentable subject matter (For further explanation see. In Re 
Bilski (No. 2007-10030, decided 10/30/2008)). In the instant case, the claimed method 
steps are not tied to a machine, and thus are non-statutory. 
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Withdrawn Rejections 

4. Applicant's arguments and amendments, filed September 26, 2006, with respect 
to the rejections made under 35 U.S.C. §§102 and 103 have been fully considered and 
are persuasive. Berg et al. does not teach the limitations of claim 2 which have now 
been incorporated into claim 1. The method of Atkinson does not measure macroscopic 
physical properties with a usable error rate. Furthermore, Atkinson et al. and Lowe et 
al.'s method do not utilized the same measurements. These rejections have been 
withdrawn. 



Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JERRY LIN whose telephone number is (571)272-2561. 
The examiner can normally be reached on 7:00-5:30pm, M-TH. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marjorie A. Moran can be reached on (571 ) 272-0720. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jerry Lin/ 

Examiner, Art Unit 1631 
12/19/08 



